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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In the application of: 
Birger E. Sorensen 
Title: NITS SEPARATOR 
Serial No.: 09/743,589 
Filed On: January 11, 2001 



Examiner: Unassigned 
Group Art Unit: 1731 



(Our Docket No.: 6474-02WOUS) 



Hartford, Connecticut, March 18, 2003 



Box PCT 

Assistant Commissioner of Patents 
Washington, D.C. 20231 



RECEIVED 

MAY 2 7 2003' 
TC 1700 



DECLARATION OF MARINA F. CUNNINGHAM IN SUPPORT OF 
PETITION TO OBTAIN EARLIER DATE OF RECEIPT OF 35 U.S.C. 6 371(c)(1). (c)(2) 
AND (c)(4) REQUIREMENTS. AND DATE OF RECEIPT OF ALL 35 U.S.C. 

REQUIREMENTS 

SIR: 

This is a Declaration in support of the Petition to Obtain Earlier Date of 
Receipt of 35 U.S.C. § 371(c)(1), (c)(2) and (c)(4) Requirements, and Date of Receipt of 
All 35 U.S.C. Requirements. The sequence of events is as follows: 



1. My name is Marina F. Cunningham. I am a partner at McCormick, Paulding 
& Huber LLP, and am the attorney of record in the above-identified matter. 

2. The above-identified application was filed on January 11, 2001 via Express 
Mail. 
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3. After a number of attempts to determine status of the application via 
telephone, we filed a Status Request on February 28, 2002. In response to our Status 
Request, we received a Notice of Abandonment (Exhibit A). 

4. Our firm filed on May 15, 2002 a Petition to Withdraw Holding of 
Abandonment Based on Failure to Receive the Notification of Missing Requirements 
(First Petition), along with an Accompanying Declaration in support of the Petition 
(First Declaration) in the above-identified patent application. A copy of the First 
Petition and accompanying First Declaration is attached as Exhibit B to this present 
Petition. 

5. A number of calls were made to the USPTO prior to July 9, 2002. Mr. Derek 
Woods of the USPTO informed me on July 9, 2002, that the Petition to Withdraw 
Holding of Abandonment was not received. A copy of the Petition was faxed to the 
USPTO (Exhibit C). 

6. A Status Request was filed on July 9, 2002 stating that Applicant has not 
received a response to the First Petition, and inquiring as to the status of the 
application. A copy of the Status Request of July 9, 2002 and a copy of the stamped 
accompanying postcard receipt dated July 15, 2002 is attached as Exhibit D to this 
present Petition. 

7. Numerous phone calls were placed to the USPTO by me and various 
conversations with Mr. Daniel Stemmer and Ms. Erin Pender took place in an 
attempt to determine status of the application and expedite petition process. 

8. A further Status Request was filed on November 6, 2002 stating that this was 
Applicant's third request for a status update throughout the application process. A 
copy of the Status Request of November 6, 2002 and a copy of the stamped 
accompanying postcard receipt dated November 14, 2002 is attached as Exhibit E to 
this present Petition. 

9. My Legal Assistant, Elizabeth Dudek, phoned the PCT Help Desk on January 
14, 2003 and spoke with Paul Bell, PCT Special Programs Examiner, in order to 
determine to whom the next status request should be addressed since our firm had 
not yet received a response to our previous status requests. Mr. Bell informed Ms. 
Dudek that our Petition to Withdraw Holding of Abandonment had been granted on 
September 24, 2002 and that the application was passed to the Examiner in charge of 
the case. Ms. Dudek informed Mr. Bell that a copy of the grant notice had not been 
received by our firm. Mr. Bell indicated that he could not provide us with a copy of 



2 



the grant notice since the application was with the Examiner. Mr. Bell further 
indicated that the Examiner (not identified) should be forwarding the Notice of 
Acceptance within the next week. 

A copy of an Internal Memorandum addressing this additional attempt to 
determine the status of the present application is attached as Exhibit F to this present 
Petition. 

10. I had a further telephone conversation with Mr. Bell on January 24, 2003 and 
it was agreed to fax him a copy of the executed inventor Declaration, Power of 
Attorney and Appointment of Domestic Representative for filing in connection with 
the present application. On the same day (January 24, 2003) as our telephone 
conversation, I faxed Mr. Bell the executed inventor Declaration. A copy of the 
faxed transmission including the executed inventor Declaration is attached as 
Exhibit G to this present Petition. 

11. On January 27, 2003 I received from Mr. Bell a faxed memo including: 1) a 
copy of the Notice of Missing Requirements; 2) a Letter of April 17, 2002 from 
Paralegal Specialist Jeremy Fleming regarding the status of the present application; 
3) the Notification of Abandonment dated April 26, 2002; and 4) a Decision Letter 
dated September 24, 2002 from Attorney Advisor Erin Pender granting Applicant's 
May 28, 2002 Petition to Withdraw Holding of Abandonment. The Decision Letter 
indicates that a review of the file reveals that both the copy of the Notification of 
Missing Requirements and the original are in the file at the PTO. In other words, the 
PTO admits that the Notification of Missing Requirements was never mailed. A 
copy of the faxed memo is attached as Exhibit H to this present Petition. 

12. I received a faxed transmission dated January 27, 2003 from Tammy Holland 
for Francine Young of PCT Operations at the PTO including: 1) a Withdrawal of 
Previously Sent Notice dated January 27, 2003 stating that the Notice of 
Abandonment mailed on April 26, 2002 (which was not received until January 27, 
2003) was sent in error and is hereby withdrawn; 2) a Filing Receipt stating that the 
filing date of the present application is January 24, 2003; and 3) a Notice of 
Acceptance of Application Under 35 U.S.C. 371 AND CFR 1.494 OR 1.495 (Notice of, 
Acceptance) mailed on January 27, 2003. The Notice of Acceptance states that the 
Date of Receipt of 35 U.S.C. § 371(c)(1), (c)(2) and (c)(4) Requirements is January 24, 
2003, and that the Date of Receipt of All 35 U.S.C. Requirements is January 24, 2003. 
The Date of Receipt of 35 U.S.C. § 371(c)(1), (c)(2) and (c)(4) Requirements is the date 
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which a patent issuing from the present application can be used as 35 U.S.C. § 102(e) 
prior art. A copy of the faxed transmission dated January 27, 2003 is attached as 
Exhibit I to this present Petition. 

13. In view of Applicant's diligence in moving the prosecution of the present 
application along in response to the above-discussed errors and delays of the PTO, 
Applicant respectfully requests that an earlier Date of Receipt of 35 U.S.C. § 
371(c)(1), (c)(2) and (c)(4) Requirements, and Date of Receipt of All 35 U.S.C. 
Requirements be secured in accordance with the situation where Applicant would 
have timely received and thereby promptly responded to the Notification of Missing 
Requirements. 

14. No fee is believed to be due for filing this Petition. However, if it is 
determined that a fee is required, please charge our Deposit Account No. 13-0235. 



Respectfully submitted, 




Marina F. Cunningham 
Registration No. 38,419 

McCormick, Paulding & Huber LLP Attorney for Applicants 

CityPlace II, 185 Asylum Street ^ 

Hartford, CT 06103-3402 

(860) 549-5290 
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I hereby certify that this correspondence is being deposited with the 
United States Postal Service as first class mail in an envelope addressed 
to: Commissioner of Patents and Trademarks, Washington D.C. 20231, 
on the date indicated below. 

Pat Heim 

Typed or Printed Name of Person Sending Paper or Fee 

Signature Date 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the application of: 
Birger E. Sorensen 
Title: NITS SEPARATOR 
Serial No.: 09/743,589 
Filed On: January 11, 2001 



Examiner: Unassigned 
Group Art Unit: Unassigned 
(Our Docket No.: 6474-02WOUS) 



Hartford, Connecticut, May 15, 2002 

Box PCT 

Assistant Commissioner of Patents 
Washington, D.C. 20231 

DECLARATION OF MARINA F. CUNNINGHAM IN SUPPORT OF 
PETITION TO WITHDRAW HOLDING OF ABANDONMENT 

SIR: 

This is a Declaration in support of the Petition to Withdraw Holding of 
Abandonment Based on Failure to Receive the Notification of Missing Requirements 
in the above-identified patent application. The sequence of events is as follows: 

1. My name is Marina F. Cunningham. I am a partner at McCormick, Paulding 
& Huber LLP, and the attorney of record in the above-identified matter. 

2. The above-identified application was filed on January 11, 2001 via Express 
Mail. 

3. Our firm received the return postcard with filing date and serial number 
printed thereon. The serial number was docketed, along with a follow-up tickler for 
"check for first office action". 

4. During the routine follow-up examination of files based on the docketing 
system, it was determined that the Official Filing Receipt had not been received. 



5. On December 6, 2001, a telephone call to the U.S.P.T.O was made and a clerk 
stated that a copy of the filing receipt would be mailed that day. The copy has not 
been received to date. 

6. A Status Request was mailed on February 28, 2002 requesting that a search of 
the Patent Office records be made and a Filing Receipt be sent to Applicant's 
attorney. A copy of the Status Request is attached as Appendix A to this Petition. 

7. A response to the Status Request was received on April 22, 2002 indicating 
that the application had been abandoned by the USPTO for failure to respond to the 
Notice of Missing Requirements issued on February 23, 2001. A copy of the 
Response is attached as Appendix B to this Petition. 

8. Attached as Appendix C is a copy of the docket of Marina Cunningham 
covering the month (March, 2001) during which a Response to Notification of 
Missing Requirements Under 35 U.S.C. 371 would have been docketed had the 
Notice been received by our firm. 

9. As can been seen by the docket, no Response to Notification had been entered 
into our docketing system under our internal file number 6474-02WOUS since the 
Notice had not been received. 

10. Accordingly, Applicant respectfully requests that the Holding of 
Abandonment of the above-identified application be withdrawn pursuant to MPEP 
§ 711.03(c) while retaining the original filing and foreign priority dates. 

Respectfully submitted, 



B y 'TfctAt** ^UU^^^ 

Marina F. Cunningham U 



Marina F. Cunningham 
Registration No. 38,419 
McCormick, Paulding & Huber LLP Attorney for Applicant 

CityPlace II, 185 Asylum Street 
Hartford, CT 06103-3402 
(860) 549-5290 
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I hereby certify that this correspondence is being deposited with the 
United States Postal Service as first class mail in an envelope addressed 
to: Commissioner of Patents and Trademarks, Washington, D.C. 20231, 
on the date indicated below. 

Pat Heim 



Typed or Printed Narrye of Person Sending Paper or Fee 
Signature Date 

IN THE UNITED STATES PATENT AND TRADEMARK OFFTCF 
In the application of: 
Birger E. Sorensen 
Title: NITS SEPARATOR 
Serial No.: 09/743,589 
Filed On: January 11, 2001 



Examiner: Unknown 
Group Art Unit: Unknown 



(Our Docket No.: 6474-02WOUS) 
Hartford, Connecticut, February 28, 2002 

Box PCT 

Assistant Commissioner of Patents 
Washington, D.C. 20231 

STATUS REQUEST 

SIR: 

The above-identified application was filed on January 11, 2001. 
Applicant has received the return postcard with filing date and serial number 
printed thereon. A copy of the postcard is attached herewith. 

To this date, Applicant has not received an Official Filing Receipt and 
no action has issued on the merits of the case. 

On December 6, 2001, a telephone call to the U.S.P.T.O was made and a 
clerk stated that a copy of the filing receipt would be mailed that day. The copy has 
not been received to date. 

Applicant respectfully requests that a search of the Patent Office 
records be made and a Filing Receipt be sent to Applicant's attorney. 

Applicant also respectfully requests an estimate of the time frame 
within which this application will be reached for a First Office Action. 
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Applicant believes no fee is due for filing this request, however, if it 
determined that a fee is required, please charge deposit account no. 13-0235. 

Respectfully submitted, 



By. 



McCormick, Paulding & Huber LLP 
CityPlace II, 185 Asylum Street 
Hartford, CT 06103-3402 
(860) 549-5290 



Marina F. Cunningham 
Registration No. 38,419. 
Attorney for Applicant 





| United States Patent and Trademark Office 



APR 1 7 200? 



Commissioner for Patents 
United States Patent and Trademark Office 
Washington, D.C. 30231 
www.uspto.gov 



Marina F. Cunningham 

MCCORMICK, PAULDING & HUBER LLP 
CityPlace IL 185 Asylum Street 
Hartford, CT 06103-3402 




APR 2 2 2002 



In re Application of 



(vlcCormlck, Pa> 



BIRGER ELMGAARD SORENSEN 
Application No.: 09/743,589 
PCT No.: PCT/DK99/00401 
Lit. Filing Date: 13 July 1999 
Priority Date: 14 July 1998 
Attorney's Docket No. : 6474-02WOUS 
For: NITS SEPARATOR 



Dear Ms. Cunningham: 

This is in response to your communication received 1 1 March 2002 requesting the status 
of U.S. application 09/743,589. U.S. application 09/743,589 is abandoned. A response to the 
"NOTIFICATION OF MISSING REQUIREMENTS UNDER 35 U.S.C. 371 IN THE UNITED 
STATES DESIGNATED/ELECTED OFFICE (DO/EO/US)" (Form PCT/DO/EO/905 mailed 23 
February 2001) is not of record in the application file. Attached is a copy of the Form 
PCT/DO/EO/905 for your convenience. 

This application is being returned to the DO/EO for mailing of a "NOTIFICATION OF 
ABANDONMENT" (Form PCT/DO/EO/909). 





PCT Legal Examiner 
PCT Legal Office 



PCT Legal Office 



JSF/RC:jf 



Tel: (703)308-6154 
Fax: (703)308-6459 



Attachment: Copy of Form PCT/DO/EO/905 
mailed 23 February 2001. 
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